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DETAILED ACTION 



Response to Amendment 



Applicant's amendment was received on May 9, 2003, and has been entered and made of 



record. Currently, claims 25-49 are pending. 



Response to Arguments 



2. Applicant's arguments filed May 9, 2003 have been fully considered but they are not 
persuasive. 

3. In response to applicant's arguments regarding the rejection of claims 25, 28-30, 32, 33, 
36, 37, 39, and 41-45, as cited in the Office action dated February 5, 2003, as being anticipated 
by Merchant et al. (U.S. Patent Number 5,581,366), stating on page 6 that the examiner has not 
clearly and explicitly specified the correspondence between claimed features and equivalent 
features alleged to be shown by the citations. Upon review of Merchant, the examiner believes 
that one of ordinary skill in the art can still interpret Merchant as teaching each of the features. 
Because of this, the rejection, as cited in the Office action dated 2/5/03, will be maintained, and 
repeated in this action, and will be fully discussed below. 

4. Particularly, on pages 7-10 of applicant's arguments, the applicant discusses how 
Merchant lacks teaching of the limitations of claim 25. Specifically, applicant begins on page 7, 
stating that Merchant fails to teach of "utilizing a form printed onto at least one surface". The 
examiner notes that according to Merriam Webster's Collegiate Dictionary 10 th edition, the word 
"print" has one definition which states "to display on a surface (as a computer screen) for 



Application/Control Number: 09/575,139 Page 3 

Art Unit: 2622 

viewing". Therefore, the limitation of "utilizing a form printed onto at least one surface" can be 
seen as the form displayed on the display screen 50 at the sending SCR 12 or displayed at the 
receiving SCR 40, as read in column 5, lines 43 through 64. Further, Merchant teaches that the 
form includes information relating to the user (heading portion 106, column 4, lines 21 through 
23) and at least one area for the user to enter a message (message box 102, column 4, lines 16 
and 17), with the at least one surface (display 50) having coded data (with the coded data being 
"bubbles" for spelling out a numeric code, as read in column 4, lines 16 through 21) indicative of 
an identity of the form (whereby as seen in Fig. 6, the "bubbles" are indicative of a fax form) and 
of the at least one area (pager pin number block 104, which is "printed" on the display screen 50, 
as read in column 4, lines 55 through 67). It is further noted that the recitation of the above 
limitations has not been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the purpose of 
a process or the intended use of a structure, and where the body of the claim does not depend on 
the preamble for completeness but, instead, the process steps or structural limitations are able to 
stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 
F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

5. Continuing, Merchant provides the form to the user, as read in the discussion in column 
4, lines 25 through 54, whereby software in SCR provides the form, being the template, to the 
user to fill in. Next, Merchant teaches of receiving, in a computer system, interaction data from a 
sensing device used to compose the message (column 4, lines 38 through 67, wherein a user 
utilizes pen input device 60 to write a message by touching the display screen 50, which then 
activates pixels displayed on the display screen 50, as read in column 3, lines 7 through 14, 
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whereby "touching" is considered to be one of the senses, thus the pen input device can be 
interpreted as a sensing device), with the interaction data being indicative of an identity of the 
form and a position of the sensing device relative to the area (column 4, line 55 through column 

5. line 8). Continuing Merchant teaches that the sensing device (pen input device 60), when 
placed operatively relative to the area in order to compose the message (column 4, line 55 
through column 5, line 8), generating the interaction data based at least partially on sensing at 
least some of the coded data in the vicinity of the position (column 4, line 16 through column 5, 
line 8, seen as steps 200-206 in Fig. 7), capturing electronically, in the computer system and 
from the interaction data, at least the message (step 208 in Fig. 7, column 5, lines 1 through 8), 
and transmitting the message to a designated recipient address for facsimile delivery (step 210 in 
Fig. 7, column 5, lines 9 through 36). With this, one of ordinary skill in the art can clearly 
interpret claim 25, as well as claim 36 as being anticipated by Merchant. 

6. Therefore, the rejection of independent claim 25, as well as independent claim 36, as 
cited in the Office action dated 2/5/03, under 35 U.S.C. 102(b), as being anticipated by Merchant 
et aL, is maintained and repeated in this Office action. 

7. Continuing, the examiner will discuss each of the dependent claims that were rejected 
under 35 U.S.C. 102(b), as being anticipated by Merchant et al Regarding the rejection of 
claims 28 and 29, the applicant argues on page 13 that Merchant fails to teach of the provided 
number being valid only for a predetermined time, and fails to teach of a user able to indicate 
whether a reply number is to be transmitted with the message. Merchant teaches the message is 
delivered with a reply number for sending a return message, and that the reply number is valid 
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for a predetermined time only, as read in column 4, lines 1 5 through 67, wherein the reply 
number would be valid only until the next message is sent and received, which is a 
predetermined time. Further, Merchant also teaches in the same section cited above that a sender 
indicates on the form, using the sending device, whether a reply number is to be transmitted with 
the message, whereby the user would fill in the form, inserting a reply number when it is to be 
transmitted with a message. Regarding the rejection of claims 32 and 33, applicant argues on 
page 13 that Merchant fails is not logically possible for any sensing device to move relative to 
the form, since the form is displayed on the tablet. The examiner notes that the form is 
interpreted as the printed form on the display screen (50), and the sensing device (pen stylus 
input device 60) moves relative to the form, whereby the computer system receives the 
movement data, as read in column 4, line 55 through column 5, line 8. 

8. Therefore, the rejection of dependent claims 28-30, 32, and 33, as well as dependent 
claims 37, 39, and 41-45, as cited in the Office action dated 2/5/03, under 35 U.S.C. 102(b), as 
being anticipated by Merchant et a/., is maintained and repeated in this Office action. 

9. With respect to applicant's arguments regarding the rejection of dependent claim 26, 
which was cited under 35 U.S.C. 103(a), as being unpatentable over Merchant et al in view of 
Tanaka (U.S. Patent Number 4,494,862), which states on pages 10-12 that the combination of 
Merchant and Tanaka is improper since Tanaka is from an entirely different field from Merchant, 
that there is no reasonable success to combine the references, and that the combination does not 
result in the claimed invention. In review, Merchant discloses the method discussed above, and 
further teaches of causing the form to be "displayed" in response to receiving, in the computer 
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system, a request for the form (column 4, lines 16 through 67). Further, Merchant teaches that 
the "form itself can take the form of a physical sheet of paper" (as read in column 4, lines 23 
through 28). However, Merchant fails to specifically teach of causing the form to be physically 
printed in response to receiving, in the computer system, a request for the form, whereby a 
printer prints at least the form onto the at least one surface. Tanaka is being relied on to teach this 
feature. Tanaka discloses a method of enabling composition of a facsimile by a user and delivery 
thereof (column 11, lines 12 through 21), utilizing a form printed onto at least one surface 
(column 7, line 52 through column 8, line 61), with the method including the steps of providing 
the form to the user (column 8, lines 21 through 61). Tanaka further teaches of causing the form 
to be printed in response to receiving, in the computer system, a request for the form (see Figs. 9, 
10, and 13(a)-13(d), column 8, lines 21 through 61), whereby a printer prints the form onto at 
least one surface (see Fig. 10, column 6, line 65 through column 7, line 2). Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the invention was made to 
combine the teachings of Tanaka in the system of Merchant, thereby providing a printer, so as to 
print information which is then marked by a stylus pen. Merchant's system would easily be 
modified to incorporate Tanaka' s teachings, thereby making the system of Merchant easier to 
operate using simplified operations, as recognized by Tanaka. Tanaka, although performing 
different operations than that of Merchant, as recognized by applicant, teaches that a form is 
printed, and information from the form is read using a pen stylus. Because of this, one of 
ordinary skill in the art can clearly recognize that the features that Merchant lacks are taught and 
utilized by Tanaka, and would easily be included in Merchant's system, thereby making use of 
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simple, routine operations, as noted by Tanaka. Thus, the combination of Merchant and Tanaka 

* 

is deemed proper, and the rejection is maintained. 

10. In response to applicant's arguments with respect to the rejection of dependent claim 27, 
cited as being unpatentable over Merchant et al in view of Tanaka, wherein applicant's state on 
pages 12 and 13, that no coded data is "printed" simultaneously with the form onto a surfa ce. As 
discussed above, Merchant teaches of causing the form to be "displayed" simultaneously with 
the coded data (column 4, lines 16 through 67), but fails to specifically teach of physically 
printing the form and coded data. Tanaka teaches this feature, as discussed above, which would 
easily be included in Merchant's system, thereby making use of simple, routine operations, as 
noted by Tanaka. Thus, the combination of Merchant and Tanaka is deemed proper, and the 
rejection is maintained. 

11. In response to applicant's arguments with respect to the rejection of dependent claim 34, 
cited as being unpatentable over Merchant et ah in view of Tanaka, wherein applicant's state on 
page 14, that Merchant does not disclose the use of coded data as defined in the claims, thereby 
making any combination with a reference that does use such coded data as not obvious and 
improper. With the discussion above, Merchant teaches that the coded data is interpreted as the 
"bubbles" for spelling out a numeric code, as read in column 4, lines 16 through 21. However, 
Merchant fails to teach if the coded data is substantially invisible to the average unaided human 
eye. Tanaka discloses a method of enabling composition of a facsimile by a user and delivery 
thereof (column 1 1, lines 12 through 21), utilizing a form printed onto at least one surface 
(column 7, line 52 through column 8, line 61), with the method including the steps of providing 
the form to the user (column 8, lines 21 through 61). Tanaka further teaches of a stylus input 
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device that is a marking fluorescent pen which is invisible to the average unaided human eye and 
wherein marking marks from the fluorescent pen are detected by color mark sensor 22 (column 
9, lines 25 through 36, and column 12, lines 56 through 60). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to combine the 
teaching of using a fluorescent pen for invisible coded data in Tanaka to the system of Merchant 
since Merchant also teaches the use of a pen for generating coded data for fax message. Thus, the 
combination of Merchant and Tanaka is deemed proper, and the rejection is maintained. 

12. Therefore, the rejection of dependent claims 26, 27, 34, 38, 46, 48, and 49, as cited in the 
Office action dated 2/5/03, under 35 U.S.C. 103(a), as being unpatentable over Merchant et al. in 
view of Tanaka, is maintained and repeated in this Office action. 

13. In response to applicant's arguments with respect to the rejection of dependent claim 55, 
cited as being unpatentable over Merchant et aL, wherein applicant's state on page 14, that 
Merchant does not disclose saving a copy of sent faxes. The examiner notes that this limitation is 
not specifically claimed. While, Merchant does not directly teach that the recipient address is 
selected from a document provided with an address list, and the system and method includes a 
retrievable record of each form printed using at least some of the coded data on the surface on 
which the form is printed, it was commonly known in the art that the recipient address is selected 
from an address list and the form is stored in a memory for retrieval. Merchant teaches of an 
address memory (address memory 72, Fig. 3) for storing a plurality of addresses or a list of 
addresses, and an image memory (message memory 16, Fig. 1) for storing the form to be used. It 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
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made to consider that the address memory 72 in Merchant stores a list of address wherein an 
address can be selected, and the image memory 16 in Merchant stores the fax form to be 
retrieved as a matter of being well known in the prior art. 

14. Therefore, the rejection of dependent claims 31 and 35, as cited in the Office action 
dated 2/5/03, under 35 U.S.C. 103(a), as being unpatentable over Merchant et al, is maintained 
and repeated in this Office action. 

Claim Objections 

15. Claims 26, 27, 33, and 37-49 are objected to because of the following informalities: 
Regarding claim 26, in line 1, "claim 1" should read "claim 25"; 

Regarding claim 27, in line 1, "claim 1 or claim 2" should read "claim 25 or claim 26"; 
Regarding claim 33, in line 1, "claim 8" should read "claim 32"; 
Regarding claim 37, in line 1, "claim 12" should read "claim 36"; 

Regarding claim 38, in line 1, "claim 12 or claim 13" should read "claim 36 or claim 37"; 
Regarding claim 39, in line 1, "claims 12 to 14" should read "claims 36 to 38"; 
Regarding claim 40, in line 1, "claim 15" should read "claim 39"; 

Regarding claim 41, in line 1, "claim 15 or claim 16" should read "claim 39 or claim 40"; 
Regarding claim 42, in line 1, "claims 12 to 17" should read "claims 36 to 41"; 
Regarding claim 43, in line 1, "claims 12 to 18" should read "claims 36 to 42"; 
Regarding claim 44, in line 1, "claim 19" should read "claim 43"; 
Regarding claim 45, in line 1, "claim 19 or claim 20" should read "claim 43 or claim 44"; 
Regarding claim 46, in line 1, "claims 12 to 21" should read "claims 36 to 45"; 
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Regarding claim 47, in line 1, "claims 12 to 22" should read "claims 36 to 46"; 
Regarding claim 48, in line 1, "claims 12 to 23" should read "claims 36 to 47; 
Regarding claim 49, in line 1, "claim 24" should read "claim 24"; 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

17. Claims 25, 28-30, 32, 33, 36, 37, 39, 41-45 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Merchant et al (U.S. Patent Number 5,581,366, cited in the Office action dated 
2/5/03). 

Regarding claim 25, Merchant discloses a method of enabling composition of a facsimile 
by a user and delivery thereof (see abstract), utilizing a form printed onto at least one surface 
(being the form represented in Fig. 6, whereby the form is displayed on the display screen 50 at 
the sending SCR 12 or is displayed at the receiving SCR 40, as read in column 5, lines 43 
through 64), the form including information relating to the user (heading portion 106, column 4, 
lines 21 through 23) and at least one area for the user to enter a message (message box 102, 
column 4, lines 16 and 17), the at least one surface (display 50) having coded data (with the 
coded data being "bubbles" for spelling out a numeric code, as read in column 4, lines 16 
through 21) indicative of an identity of the form (whereby as seen in Fig. 6, the "bubbles" are 
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indicative of a fax form) and of the at least one area (pager pin number block 104, which is 
"printed" on the display screen 50, as read in column 4, lines 55 through 67), with the method 
including the steps of providing the form to the user (being the form represented in Fig. 6, as 
read in column 4, lines 25 through 54, whereby software in SCR provides the form, being the 
template, to the user to fill in), receiving, in a computer system, interaction data from a sensing 
device used to compose the message (column 4, lines 29 through 67, wherein a user utilizes pen 
input device 60 to write a message by touching the display screen 50, which then activates pixels 
displayed on the display screen 50, as read in column 3, lines 7 through 14, whereby "touching" 
is considered to be one of the senses, thus the pen input device can be interpreted as a sensing 
device), the interaction data being indicative of an identity of the form and a position of the 
sensing device relative to the area (column 4, line 55 through column 5, line 8), the sensing 
device, when placed operatively relative to the area in order to compose the message (column 4, 
line 55 through column 5, line 8), generating the interaction data based at least partially on 
sensing at least some of the coded data in the vicinity of the position (column 4, line 16 through 
column 5, line 8, seen as steps 200-206 in Fig. 7), capturing electronically, in the computer 
system and from the interaction data, at least the message (step 208 in Fig. 7, column 5, lines 1 
through 8), and transmitting the message to a designated recipient address for facsimile delivery 
(step 210 in Fig. 7, column 5, lines 9 through 36). 

Regarding claim 28, Merchant discloses the method discussed in any of the preceding 
claims, and further teaches that the message is delivered with a reply number for sending a return 
message, the reply number being valid for a predetermined time only (column 4, lines 15 through 
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67, wherein the reply number would be valid until the next message is sent and received, which 
is a predetermined time). 

Regarding claim 29, Merchant discloses the method discussed in any of the preceding 
claims, and further teaches of a sender of the message indicates on the form, using the sending 
device, whether a reply number is to be transmitted with the message (column 4, lines 15 through 
67, wherein the user would fill in the form, inserting a reply number when it is to be transmitted 
with a message). 

Regarding claim 30, Merchant discloses the method discussed in any of the preceding 
claims, and further teaches that the recipient address is entered on the form in writing, using the 
sensing device, and the writing is electronically captured and converted into digital form to 
facilitate transmission of the message (column 4, lines 15 through 67). 

Regarding claim 32, Merchant discloses the method discussed in any of the preceding 
claims, and further teaches of receiving, in the computer system, movement data regarding 
movement of the sensing device relative to the form (column 4, line 55 through column 5, line 
8). 

Regarding claim 33, Merchant discloses the method discussed above in claim 32 (as 
understood by the examiner), and further teaches that the sensing device generates the movement 
data using at least some of the coded data (column 4, line 55 through column 5, line 8). 

Regarding claim 36, Merchant discloses a system to enable a user to compose and deliver 
a message by facsimile (see abstract), utilizing a form printed onto at least one surface (being the 
form represented in Fig. 6, whereby the form is displayed on the display screen 50 at the sending 
SCR 12 or is displayed at the receiving SCR 40, as read in column 5, lines 43 through 64), the 
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form including information relating to the user (heading portion 106, column 4, lines 21 through 
23) and at least one area for the user to enter a message (message box 102, column 4, lines 16 
and 17), the at least one surface (display 50) having coded data (with the coded data being 
"bubbles" for spelling out a numeric code, as read in column 4, lines 16 through 21) indicative of 
an identity of the form (whereby as seen in Fig. 6, the "bubbles" are indicative of a fax form) and 
of the at least one area (pager pin number block 104, which is "printed" on the display screen 50, 
as read in column 4, lines 55 through 67), with the system including a computer system which 
causes the form to be provided to the user (being the form represented in Fig. 6, as read in 
column 4, lines 25 through 54, whereby software in SCR provides the form, being the template, 
to the user to fill in), receives the interaction data from a sensing device used to compose the 
message (column 4, lines 29 through 67, wherein a user utilizes pen input device 60 to write a 
message by touching the display screen 50, which then activates pixels displayed on the display 
screen 50, as read in column 3, lines 7 through 14, whereby "touching" is considered to be one of 
the senses, thus the pen input device can be interpreted as a sensing device), the interaction data 
being indicative of an identity of the form and a position of the sensing device relative to the area 
(column 4, line 55 through column 5, line 8), the sensing device, when placed operatively 
relative to the area in order to compose the message (column 4, line 55 through column 5, line 
8), generating the interaction data based at least partially on sensing at least some of the coded 
data in the vicinity of the position (column 4, line 16 through column 5, line 8, seen as steps 200- 
206 in Fig. 7), and captures the message (step 208 in Fig. 7, column 5, lines 1 through 8) to be 
transmitted to a designated recipient address by facsimile delivery (step 210 in Fig. 7, column 5, 
lines 9 through 36). 
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Regarding claim 37, Merchant discloses the system discussed in above in claim 36 (as 
understood by the examiner), and further teaches that the computer system causes the form to be 
provided to the user in response to receiving a request for the form (column 4, line 29 through 
column 5, line 8). 

Regarding claim 39, Merchant discloses the system discussed above in claim 36 (as 
understood by the examiner), and further teaches that the computer system is adapted to deliver 
the message with a reply number, valid for a predetermined time only (column 4, lines 15 
through 67). 

Regarding claim 41, Merchant discloses the system discussed in above in claim 39 (as 
understood by the examiner), and further teaches that the computer system includes the reply 
number dependent upon a sender's instruction, indicated by interaction of the sensing device 
with an appropriate user interactive element on the form (column 4, lines 15 through 67). 

Regarding claim 42, Merchant discloses the system discussed in above in claim 36 (as 
understood by the examiner), and further teaches that the computer system is adapted to retrieve 
movement data regarding movement of the sensing device relative to the form, in order to 
capture the message (column 3, lines 7 through 14, and column 4, lines 15 through 67). 

Regarding claim 43, Merchant discloses the system discussed in above in claim 36 (as 
understood by the examiner), and further includes the sensing device (column 3, lines 7 through 
14, and column 4, lines 15 through 67). 

Regarding claim 44, Merchant discloses the system discussed in above in claim 43 (as 
understood by the examiner), and further teaches that the sensing device includes a marking nib 
(column 3, lines 7 through 14, and column 4, lines 15 through 67). 
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Regarding claim 45, Merchant discloses the system discussed in above in claim 43 (as 
understood by the examiner), and further teaches that the sensing device generates the movement 
data using at least some of the coded data (column 3, lines 7 through 14, and column 4, lines 15 
through 67). 

Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

19. Claims 26, 27, 34, 38, 46, 48, and 49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Merchant et al. (U.S. Patent Number 5,581,366, cited in the Office action 
dated 2/5/03) in view of Tanaka (U.S. Patent Number 4,494,862, cited in the Office action dated 
2/5/03). 

Regarding claims 26 and 48, Merchant discloses the method discussed in above in claim 
25 (as understood by the examiner), and the system discussed above in claim 36 (as understood 
by the examiner), and further teaches of causing the form to be "displayed" in response to 
receiving, in the computer system, a request for the form (column 4, lines 16 through 67). 
Further, Merchant teaches that the "form itself can take the form of a physical sheet of paper" (as 
read in column 4, lines 23 through 28). However, Merchant fails to specifically teach of causing 
the form to be physically printed in response to receiving, in the computer system, a request for 
the form, whereby a printer prints at least the form onto the at least one surface. Tanaka discloses 
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a method of enabling composition of a facsimile by a user and delivery thereof (column 11, lines 
12 through 21), utilizing a form printed onto at least one surface (column 7, line 52 through 
column 8, line 61), with the method including the steps of providing the form to the user (column 
8, lines 21 through 61). Tanaka further teaches of causing the form to be printed in response to 
receiving, in the computer system, a request for the form (see Figs. 9, 10, and 13(a)-13(d), 
column 8, lines 21 through 61), whereby a printer prints the form onto at least one surface (see 
Fig. 10, column 6, line 65 through column 7, line 2). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to combine the teachings of 
Tanaka in the system of Merchant, thereby providing a printer, so as to print information which 
is then marked by a stylus pen. Merchant's system would easily be modified to incorporate 
Tanaka' s teachings, thereby making the system of Merchant easier to operate using simplified 
operations, as recognized by Tanaka. 

Regarding claim 49, Merchant and Tanaka disclose the system discussed in above in 
claim 48 (as understood by the examiner), and it was commonly known in the art to have a 
printer include a means for binding the printed form in the event the form includes a plurality of 
pages. Tanaka supports this by disclosing a computerizing information processing system 
capable of printing a form with coded data input from stylus simultaneously (Figs. 9 and 10), and 
the system in Tanaka can print a plurality of copies wherein binding can be performed. 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine the teachings of printing a form with stylus input information 
simultaneously and the binding of a plurality of pages in Tanaka to the system of Merchant, 
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since the system of Merchant is a facsimile machine which can transmit and receive fax 
messages, wherein it was commonly known in the art that the received message can be printed. 

Regarding claims 27 and 38, Merchant and Tanaka disclose the method and system 
discussed above in claims 26 and 36 (as understood by the examiner), and Tanaka further teaches 
of causing the form and the coded data to be printed onto the at least one surface substantially 
simultaneously (see Figs. 9, 10, and 13(a)-13(d), column 8, lines 21 through 61). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to combine the teachings of Tanaka in the system of Merchant, thereby providing a printer, 
so as to print information which is then marked by a stylus pen. Merchant's system would easily 
be modified to incorporate Tanaka' s teachings, thereby making the system of Merchant easier to 
operate using simplified operations, as recognized by Tanaka. 

Regarding claims 34 and 46, Merchant fails to teach that the coded data is substantially 
invisible to the average unaided human eye. Tanaka discloses a method of enabling composition 
of a facsimile by a user and delivery thereof (column 11, lines 12 through 21), utilizing a form 
printed onto at least one surface (column 7, line 52 through column 8, line 61), with the method 
including the steps of providing the form to the user (column 8, lines 21 through 61). Tanaka 
further teaches of a stylus input device that is a marking fluorescent pen which is invisible to the 
average unaided human eye and wherein marking marks from the fluorescent pen are detected by 
color mark sensor 22 (column 9, lines 25 through 36, and column 12, lines 56 through 60). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine the teaching of using a fluorescent pen for invisible coded data 
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in Tanaka to the system of Merchant since Merchant also teaches the use of a pen for generating 
coded data for fax message. 

20. Claims 31 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Merchant et al (U.S. Patent Number 5,581,366, cited in the Office action dated 2/5/03). 

Regarding claims 31 and 35, Merchant does not directly teach that the recipient address 
is selected from a document provided with an address list, and the system and method includes a 
retrievable record of each form printed using at least some of the coded data on the surface on 
which the form is printed. However, it was commonly known in the art that the recipient address 
is selected from an address list and the form is stored in a memory for retrieval. Merchant 
teaches of an address memory (address memory 72, Fig. 3) for storing a plurality of addresses or 
a list of addresses, and an image memory (message memory 16, Fig. 1) for storing the form to be 
used. It would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to consider that the address memory 72 in Merchant stores a list of address wherein an 
address can be selected, and the image memory 16 in Merchant stores the fax form to be 
retrieved as a matter of being well known in the prior art. 

21. Claims 40 and 47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Merchant et al (U.S. Patent Number 5,581,366, cited in the Office action dated 2/5/03) in view 
of Baran (U.S. Patent Number 5,247,591, cited in the Office action dated 2/5/03). 

Regarding claims 40 and 47, Merchant fails to teach that the fax message is transmitted 
to a fax server and the system includes a database for keeping a retrievable record of each form 
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printed. Baran discloses a method and apparatus for routing fax messages using hand printed 
characters to a fax server (Fig. 8, 208, Fig. 10) including a database (196, Fig. 8). It would have 
been obvious to a person of ordinary skill in the art at the time the invention was made to 
combine the teaching of transmission to and reception of fax message from a fax server and a 
database for keeping retrieval record in Baran to the system n Merchant since both Merchant and 
Baran teach fax device which can transmit a sheet form with information relating the routing of 
the fax message and handwritten information on the form as a fax message to remote fax 
machines. 

Conclusion 

22. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9314 for regular 
communications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-0377. 



Joseph R. Pokrzywa 

Examiner 

Art Unit 2622 
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